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Detailed Office Action 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114 was filed in tliis 
application after a decision by the Board of Patent Appeals and Interferences, but 
before the filing of a Notice of Appeal to the Court of Appeals for the Federal 
Circuit or the commencement of a civil action. Since this application is eligible for 
continued examination under 37 CFR 1.114 and the fee set forth in 37 CFR 

1 .17(e) has been timely paid, the appeal has been withdrawn pursuant to 37 
CFR 1.114 and prosecution in this application has been reopened pursuant to 37 
CFR 1.114. Applicant's submission filed on Oct. 28, 2009 for claims 16-30 has 
been entered. 

Claims 1 - 15 are cancelled and withdrawn from consideration. 

Response to arguments 

2. Applicant's arguments filed on Oct. 28, 2009 have been fully considered but are 
moot in view of the new ground(s) of rejection. 

Claims rejection - 35 U.S.C. 112 2"°' paragraph 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 
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Claims 16-30 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The applicant claims "polling specific subscriber data of the wireless local 
network" (in claims 16, 23 and 30), is this kind of downloading the data from the 
network specific to subscriber and stored at UlCC? Say, the subscriber is 
roaming between different networks, and the NEW subscriber data needs to be 
downloaded for the new network. 

The question is what happens after an UMTS terminal is polling data of the 
wireless local network? 

Or is this subscriber data is polled from the UlCC? 

This makes the claim indefinite, as it is OPEN ENDED after polling the data from 
the network. 

Claims Rejection - 35 U.S.C. 103(a) 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject 
matter of the various claims was commonly owned at the time any inventions 
covered therein were made absent any evidence to the contrary. Applicant is 
advised of the obligation under 37 CFR 1 .56 to point out the inventor and 
invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 



The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



Claims 16, 17, 19, 23, 24, 26, 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over 

Reddy, US PGPub: US 2004/0043791 A1 Mar. 4, 2004, and in view of 
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Lin, US Patent: 6,078,811 Jun. 20, 2000. 

Regarding claims 16, 23 and 30, which claims, "a wireless local network", 
Reddy discloses, a Wireless Local Area Network - WLAN (paragraphs 0031 and 
0037, claims 20 and 23). 

Further claimed feature, "a UMTS terminal station having USIM/SAT 
functionality", Reddy discloses, in 3"^ Generation - 3G Universal Mobile 
Telecommunication Systems - UMTS, User Equipment - UE consists of Mobile 
Equipment - ME and a removable smart card called the UMTS Subscriber 
Identity Module - USIM (Fig. 1, and paragraphs 0003, 0004, 0006, 0007, 0015, 
0016 and 0030). 

Further claimed feature, "parts for monitoring activity of the wireless local 
network", Reddy discloses, when request to connect the MS 1 10 is received - 
SI , the PLMN and IMS! information is transferred from the USIM or SIM card 115 
to the handset 1 10 for facilitating an Initial cell search and to camp on the cell 
determined from the search - S2. After successful camping on a cell MS or UE 
receives system information. A communication link between the MS or UE 105 
and a UTRAN node 120 is established, and system information is sent from the 
UTRAN node 120 to the MS or UE 105 - S3A and S3B (Fig. 1). Here, the 
handset is searching for cell, teaches the handset is monitors the network, and 
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after successful searching, the handset receives system information, so the 
handset has claimed parts for monitoring activity of the wireless local network 
(paragraph 0016). 

Further claimed feature, " the activity based on establishing a connection between 
the terminal station and the wireless local network". Reddv discloses, the 
handset has unique handset identity for transmitting, receiving and processing 
wireless communications. The handset selectivity transmits information to one or 
more networks for establishing a communication link with the networks. Here, the 
handset is searching for cell, teaches the handset is monitors the network to 
establish a connection between the terminal station and the wireless local 
network (paragraph 0016). 

Further claimed feature, "after successful detection of local network activity, parts 
for transmitting at least one of a type and an identity number of the wireless local 
network to the terminal station", Reddy discloses, after successful camping on a 
cell MS or UE receives system information. A communication link between the 
MS or UE 105 and a UTRAN node 120 is established, and system information is 
sent from the UTRAN node 120 to the MS or UE 105 - S3A and S3B. Here, the 
system information needs to include at least the type of the wireless local 
network like, if the network is say CDMA, GSM, 3G, TDMA, along with the cell ID 
of the service provider cell and/or network ID that provides the service to the 
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mobile, reads on tlie claimed feature, an identification number of the wireless 
local network (Figs. 1, 4/S10, 5/S16B, 6/S22B, and 7/S29B). 



Further claimed feature, "indicating an established connection between the 
terminal station and the wireless local network". Reddv discloses, a 
communication link between the MS or UE 105 and a UTRAN node 120 is 
established, and system information is sent from the UTRAN node 120 to the MS 
or UE 105 - S3A and S3B. Here, the system information needs to include at 
least the type of the wireless local network like, if the network is sav CDMA. 
GSM. 3G. TDMA. along with the cell ID of the seryice proyider cell and/or 
network ID that proyides the seryice to the mobile, reads on the claimed feature, 
an identification number of the wireless local network (Figs. 1 . 4/S10. 5/S16B. 
6/S22B. and 7/S29B). 



Further claimed feature, "parts for initiating a logical connection between the 
wireless local network and the terminal station", Reddy discloses, the handset 
220 or UE 105 sends a connection request including the stored IMSI information 
to the Core Network 125 through UTRAN node 120 or with IP address (Figs. 
4/S9 and S1 1 , 5/S17, 6/S23, 7/S30). Here, the handset is initiating a logical 
connection between the handset and core network, through UTRAN Node 120. 
Here, Reddy teaches, once the mobile unit receiyes the system information, the 
mobile initiates the connection request with IP address and/or User information to 
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UTRAN node 120. Reddy further discloses, in another embodiment, mobile unit 
200 may simultaneously communicate with the cellular network 405 and the IP- 
based network 410. Alternatively, the mobile unit 200 may communicate with a 
wireless local area network - LAN, rather than IP-based network 410, reads on 
the claimed feature, initiating a local connection between the wireless local 
network and the terminal station (Fig. 4, paragraph 0031 - last 10 lines, and 
paragraph 0037 - first 5 lines), 

but, is silent on, "parts for polling specific subscriber data of the wireless local 
network for the logical connection". 

Lin teaches, "parts for polling specific subscriber data of the wireless local 
network for the logical connection", the VLR2 requests profile of the mobile user 
U1 form the HLR. Here, the VLR2 is polling the specific subscriber data, which 
can include what kind of the wireless network systems the mobile subscriber can 
use, specific features that the mobile subscriber had accessed, reads on the 
claimed feature, polling specific subscriber data of the wireless local network for 
the logical connection (Fig. 7, steps s6.3 - s6.6, column 6, line 50 through 
column 7, line 11). 

It would have been obvious to one of ordinary skill in the art, at the time of 
invention, to modify mobile unit having internet protocol functionality of Reddy, 
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wherein, the handset with USIM card (Fig. 2/200), would have incorporated the 
handset (the handset sends request message to VLR2, and VLR2 polls the data 
from the HLR and passes on to the subscriber, polls specific subscriber data of 
the wireless local network ( Lin, Fig. 7) of Lin, for the mobile station selectively 
transmits Information to one or more networks for establishing a communication 
link with the network (Reddy, paragraph 0016). 

Regarding claims 17 and 24, Reddy discloses all the claimed features, 

but, Is silent on, "polling a temporary status of at least one of the wireless local 
network and the specific subscriber data of wireless local network at periodic 
intervals". 

Lin teaches, "parts for polling specific subscriber data of the wireless local 
network for the logical connection", the VLR2 requests profile of the mobile user 
U1 form the HLR. Here, the VLR2 is polling the specific subscriber data, which 
can include what kind of the wireless network systems the mobile subscriber can 
use, specific features that the mobile subscriber had accessed, reads on the 
claimed feature, polling specific subscriber data of the wireless local network Is 
polled periodically. Here, the VLR2 itself stating for visiting location register, and 
it self explains that the information stored for status of wireless local network and 
the specific subscriber data is temporary, as once the mobile subscriber visits 
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another VLR2, the information specific to the mobile subscriber is overwritten at 
the VLR2 (Fig. 7, steps s6.3 - s6.6, column 6, line 50 through column 7, line 1 1 ). 

It would have been obvious to one of ordinary skill in the art, at the time of 
invention, to modify mobile unit having internet protocol functionality of Reddy, 
wherein, the handset with USIM card (Fig. 2/200), would have incorporated the 
handset (the handset sends request message to VLR2, and VLR2 polls the data 
from the HLR and passes on to the subscriber, polls temporary specific 
subscriber data of the wireless local network ( Lin, Fig. 7) of Lin, for the mobile 
station selectively transmits information to one or more networks for establishing 
a communication link with the network (Reddy, paragraph 0016). 

Regarding claims 19 and 26, which claims, "the terminal station comprises a 
universal chip card which initiates the monitoring of the activity of the wireless 
local network and the transmission of data to the terminal station", Reddy 
discloses, in 3"^ Generation - 3G Universal Mobile Telecommunication Systems 
- UMTS, User Equipment - UE consists of Mobile Equipment - ME and a 
removable smart card called the UMTS Subscriber Identity Module - USIM (Fig. 
1, and paragraphs 0003, 0004, 0006, 0007, 0015, 0016 and 0030). 

Reddy discloses, when request to connect the MS 1 10 is received - SI , the 
PLMN and IMSI information is transferred from the USIM or SIM card 1 15 to the 
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handset 110 for facilitating an initial cell search and to camp on the cell 
determined from the search - S2. After successful camping on a cell MS or UE 
receives system information. A communication link between the MS or UE 105 
and a UTRAN node 120 is established, and system information is sent from the 
UTRAN node 120 to the MS or UE 105 - S3A and S3B (Fig. 1). The handset has 
unique handset identity for transmitting, receiving and processing wireless 
communications. The handset selectivity transmits information to one or more 
networks for establishing a communication link with the networks. 
Here, the handset Is searching for cell, teaches the handset is monitors the 
network, and after successful searching, the handset receives system 
information, so the handset has claimed parts for monitoring activity of the 
wireless local network (paragraph 0016). 

Claims 18, 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Reddy, US PGPub: US 2004/0043791 A1 Mar. 4, 2004, and in view of 
Lin, US Patent: 6,078,81 1 Jun. 20, 2000, and further in view of 
Le, US Patent: US 6,556,820 Apr. 29, 2003. 

Regarding claims 18 and 25, both Reddy and Lin, discloses all the claimed 
features. 
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but, are silent on, "the specific subscriber data includes a type/identity number, a 
subscriber identification, a password, a secret key for data encryption and 
decryption and an address of an access node". 

Le teaches, the mobile can initiate a location update either on its own or on 
command from the network - periodic location update. The location areas are 
identified by Location Area Identification - LAC (column 9, lines 4 - 20). Each 
cell has the cell identity - CI, which the network node broadcasts. Here, when it 
is initiated by the network command, which is the same as the claimed polling 
subscriber data of the wireless local network. The mobile station 110 consists of 
Mobile Equipment 124, and SIM 126 (Fig. 1, Fig. 9/930 -dual mode terminal), 
the SIM/USIM card 205 contains the International Mobile Subscriber Identity - 
IMSI, used to identify the subscriber to the system, a secret key for 
authentication and other information (column 6, lines 21 - 29). 
Here, the other information can include the specific subscriber data, type/identity 
number, a subscriber identification, a password, a secret key for data encryption 
and decryption, and an address of an access node. 
Le further teaches, handovers between UMTS and GSM (Fig. 9). 

It would have been obvious to one of ordinary skill in the art, at the time of 
invention, to modify mobile unit having internet protocol functionality of Reddy 
and Lin, wherein, the handset with USIM card (combined Reddy and Lin, Fig. 
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2/200), the handset polls specific subscriber data of the wireless local network 
(Le, Figs. 1 and 2), and the mobile station can initiate update the subscriber 
location information or react on network command, for reducing a waste of 
processing load on the terminal and the various network nodes (Le, column 2, 
lines 54 - 58), for the mobile station selectively transmits information to one or 
more networks for establishing a communication link with the network (Reddy, 
paragraph 0016). 

Claims 20 - 22, 27 - 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over 

Reddy, US PGPub: US 2004/0043791 A1 Mar. 4, 2004, and in view of 
Lin, US Patent: 6,078,81 1 Jun. 20, 2000, and in further view of 
3GPP TS 31 .1 1 1 version 4.5.0 Release 4, 2001 -12. 

Regarding claims 20 and 27, Reddy and Lin discloses all the claimed features, 

but, are silent on, "the terminal station notifys the universal chip card of a 
deactivation of the wireless local network". 

The technical specification 3GPP TS 31 .1 1 1 version 4.5.0 Release 4, Dec. 2001 
teaches, once the ME has made its attempt to execute a proactive command 
from the UlCC, the ME shall inform the UlCC of the success or otherwise of that 
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command, by using TERMINAL RESPONSE. Tliis message gives tine command 
details, including the number of command, a general result and sometimes more 
specific information (Section: 6.7). It also teaches, ME informs UlCC for NO 
SERVICE is currently available, NO radio resource currently available, which 
reads on the claimed "the terminal station notifies the universal chip card of a 
deactivation of the wireless local network". 

It would have been obvious to one of ordinary skill in the art, at the time of 
invention, to modify mobile unit having internet protocol functionality of Reddy, 
wherein, the handset with USIM card (combined Reddy and Lin, Fig. 2/200), for 
the mobile station selectively transmits information to one or more networks for 
establishing a communication link with the network (Reddy, paragraph 0016), 
and further notifying the status information to the universal chip card of the 
commands initiated by the universal chip card, for avoiding suspension of service 
provisioning to the user and to allow the ME access to the 3G functionality of the 
UlCC if a USAT application is taking an unreasonable amount of time to 
complete execution (3GPP standard, section 6.1 , lines 5-10). 

Regarding claims 21 and 28, Reddy and Lin discloses all the claimed features, 

but, are silent on, "the universal chip card initiates a cleardown of the logical 
connection between the wireless local network and the terminal station". 
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The technical specification 3GPP TS 31 .1 1 1 version 4.5.0 Release 4, Dec. 2001 
teaches, the UlCC can issue variety of commands like DISPLAY TEXT, POLL 
INTERVAL, RECEIVE DATA, PROVIDE LOCAL INFORMATION, SEARVICE 
SEARCH, SET UP CALL - disconnecting all other calls and many more (section 
6.1). Here, disconnecting call reads on the claimed "the universal chip card 
initiates a cleardown of the logical connection between the wireless local network 
and the terminal station". 

It would have been obvious to one of ordinary skill in the art, at the time of 
invention, to modify mobile unit having internet protocol functionality of Reddy, 
wherein, the handset with USIM card (combined Reddy and Lin, Fig. 2/200), and 
the mobile station selectively transmits information to one or more networks for 
establishing a communications link with the networks (Reddy, paragraph 0016), 
and further notifying the status information to the universal chip card of the 
commands initiated by the universal chip card, for avoiding suspension of service 
provisioning to the user and to allow the ME access to the 3G functionality of the 
UlCC if a USAT application is taking an unreasonable amount of time to 
complete execution (3GPP standard, section 6.1, lines 5-10). 
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Regarding claims 22 and 29, Reddy and Lin discloses all the claimed features, 

but, are silent on, "the terminal station acknowledges all data transmitted". 

The technical specification 3GPP TS 31 .1 1 1 version 4.5.0 Release 4, Dec. 2001 
teaches, once the ME has made its attempt to execute a proactive command 
from the UlCC, the ME shall inform the UlCC of the success or otherwise of that 
command, by using TERMINAL RESPONSE. This message gives the command 
details, including the number of command, a general result and sometimes more 
specific information (Section: 6.7). It also teaches, ME informs UlCC for NO 
SERVICE is currently available, NO radio resource currently available, which 
reads on the claimed "the terminal station notifies the universal chip card of a 
deactivation of the wireless local network". 

It would have been obvious to one of ordinary skill in the art, at the time of 
invention, to modify mobile unit having internet protocol functionality of Reddy, 
wherein, the handset with USIM card (combined Reddy and Lin, Fig. 2/200), and 
the mobile station selectively transmits information to one or more networks for 
establishing a communications link with the networks (Reddy, paragraph 0016), 
and further notifying the status information to the universal chip card of the 
commands initiated by the universal chip card, for avoiding suspension of service 
provisioning to the user and to allow the ME access to the 3G functionality of the 
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UlCC if a USAT application is taking an unreasonable amount of time to 
complete execution (3GPP standard, section 6.1, lines 5-10). 
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